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DETAILED ACTION 
Summary 

Applicant has canceled claims 1-49. Claims 50-55, 58-64, and 67 are pending in 
this application. Claims 56-57 and 65-66 are withdrawn from consideration as being 
dependent on a cancelled claim. It is noted Claims 55-66 have status identifies of "not 
entered". For prosecution purposes of this action, these claims are included, however it 
is requested that applicant clarify the record as to the status of these claims. The 
record is currently unclear as to the status of these claims. 

Priority 

Applicants claim of Priority to PCT/SE03/00413 filed on March 1 1 , 2003 is 
acknowledged. 

Information Disclosure Statement 

Receipt of the Information Disclosure Statement filed on August 1 1 , 2005 is 
acknowledged. 

Claim Objections 

Claims 50-55 and 58-64 are objected to under 37 CFR 1.75(c), as being of 
improper dependent form for failing to further limit the subject matter of a previous 
claim. Applicant is required to cancel the claim(s), or amend the claim(s) to place the 
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claim(s) in proper dependent form, or rewrite the claim(s) in independent form. 
Dependent claims cannot depend from a later presented claim. 

Claim 53 is further objected to under 37 CFR 1 .75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) in independent form. The limitation 
"more than 20% by weight" claimed in Claim 53 does not further limit the range of 2- 
20% by weight in the parent claim. The limitation of Claim 53 broadens the scope of the 
claim. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the clajms at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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Claims 53, 62, and 67 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Miyoshi et al. (US Patent 5,968,531) 

Miyoshi discloses "a particulate composite powder wherein each composite 
powder particle comprises a substrate particle surrounded by fine particles of metal 
oxide bound to the surface of the substrate particle by a binding agent containing at 
least one of metallic soap and wax, the amount of fine particles of metal oxide being 
between 10 and 30 wt % based on the total weight of substrate particles, fine particles 
of metal oxide and binding agent" (abstract). Titanium oxide is disclosed as the metal 
oxide used (column 1, lines 17-19). Additionally, "the substrate or core particles may be 
organic powders or inorganic powders of various shapes, including mica and synthetic 
fluorphlogopite mica" (column 3, lines 7-14). 

Furthermore, "the fine particles of metal oxides are metal oxide particles having a 
mean particle size which is at most one-tenth of the mean particle size of the substrate 
particles. For use as UV screeners in cosmetic compositions, micronized particles of 
metal oxides must have an average particle size of less than 100 nm to be effective in 
minimizing the penetration of UV rays" (column 3, lines 21-27). 

The instant claims differ from the reference only in the specific thickness of the 
coating agent. However, It would have been deemed prima Facie obvious to one having 
ordinary skill in the art at the time of the invention to optimize the thickness of the layer 
in order to provide a composition with desired UV protection sought. Determination of a 
specific percentage having the optimum therapeutic effect is well within the level of one 
having ordinary skill in the art, and the artisan would be motivated to determine optimum 
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amounts to get the maximum effect of the active compounds. Therefore, the invention 
as Whole has been prima face obvious to one of ordinary skill in the art at the time the 
invention was made. 

Claims 50-51, 53-55, 58-60, 62-64, and 67 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Ogawa et al. (EP 0 998 901 A1). 

Ogawa discloses, a makeup cosmetic composition comprising photo chromic 
titanium oxide coated mica (abstract). Ogawa further discloses, "the layer thickness of 
titanium oxide layer, is adjusted in order that color tone of the interference color that is 
generated by titanium oxide layer may show different color with the objected color" 
(paragraph 001 1 ) and "the layer thickness of titanium oxide layer is adjusted in order 
that color tone of the interference color that is generated by titanium oxide layer may 
shows a complementary color or color gamut in the vicinity of the complementary 
color of the object color " (paragraph 0012). 

The titanium oxide coated mica is present in the amount of 0.1-30% (paragraph 

0017). 

The cosmetic composition further may comprise "water; powders, including 
various blue pigments; oils, including hydrocarbon oils; surfactants; lower alcohols; 
polyhydroxy alcohols, humectants, antiseptics, polymers, antioxidants, ultraviolet 
absorbents, and fragrances" (paragraph 0044). 

The instant claims differ from the reference only in the specific thickness of the 
coating agent. However, It would have been deemed prima Facie obvious to one having 
ordinary skill in the art at the time of the invention to optimize the thickness of the layer 
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in order to provide a composition with desired UV protection sought. Determination of a 
specific percentage having the optimum therapeutic effect is well within the level of one 
having ordinary skill in the art, and the artisan would be motivated to determine optimum 
amounts to get the maximum effect of the active compounds. Therefore, the invention 
as Whole has been prima face obvious to one of ordinary skill in the art at the time the 
invention was made. 

Claims 52 and 61 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ogawa et al. (EP 0 998 901 A1 ) in view of Penning et al. (US Patent 5,025,041 ). 

Ogawa's teachings are described above and applied in the same manner. 

Ogawa does not disclose Iron Oxide as a coating material for the mica particles. 

Penning discloses "pearlescent coating compositions comprising a resin binder 
system, coated mica particles and a manganese salt of an azo pigment" (abstract). The 
coated mica particles are coated with metallic oxides, for example titanium dioxide, iron 
oxides or mixture thereof (column 2, line 63 through column 3, Iine14). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to have combined the teachings of Ogawa's composition with the 
iron oxide coated particles of Pfenninger since "the coated mica particles are optically 
pearlescent because their transparency permits some light to pass through the particles 
resulting in a multiplicity of reflections causing interference colors" (column 3, lines 8- 
12). 
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One of ordinary skill in the art would have a reasonable expectation of success 
since the use of coating mica particles in order to obtain intense colors is well known in 
the art, as reflected by the references of Ogawa and Pfenninger. 



No claims are allowable. The prior art made of record and not relied upon is 

considered pertinent to applicant's disclosure. Miyazaki et al. (US Patent 6,482,419). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melissa S. Mercier whose telephone number is (571) 

272- 9039. The examiner can normally be reached on 7:30am-4pm Mon through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Woodward can be reached on (571 ) 272-8373. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Conclusion 




MSMercier 




Goflamudi S. Kishore, PhD 
Primary Examiner 
Group 1$00 



